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niner Group Art Unit 



-TheNIAIUNG DATE of this communication appeals on the cover sheet l3eneath the convspondence addnss- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 



MONTH(S) FROM THE MAIUNG DATE 



- Failure to reply wrthin the se* or extended perkxl for rep^ 



Status 

J^Responsive to communication(s) filed on 3^?-^^ ^ 
U TTiis action is HNAL. 



° fj^J^^ '® in condition for allowance except for fomial matters, prosecution as to the merits is closed In 

accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. ^^Y^™*'" ™ ^^^^ 



Disposition of Claims 

^ ciaim(s) I, ^--t; f,f. /o^ /X. /n^^f >(F-So 
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□ Claim(s) , 

J« Claimfs)- / i (O /7>>f W V-JO 

□ Claim(s) 

□ Clalm(s) . 

Application Papers 

□ The proposed drawing conection, filed on 



- is/are pending in the application. 

- is/are withdrawn from consideration. 

- is/are allowed. 

- is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 



□ The drawlng(s) filed on 



is □ approved □ disapproved. 



is/are objected to by the Examiner 



□ The specification is objected to by the Examiner, 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U,aC. § 1 19 (aHd) 

^ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9 (aHd). 
All □ Some* n None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No. 
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in this nationaJ stage application from the Intemational Bureau (PCT Rule 17.2(a)) 
*Certrfied copies not received: 
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Amendment, now reciting clearly an equal number of hydroxyl and ester groups with 
particular polyol components without 112 issues, after Final rejection has been entered 

The foUowing is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this OflSce action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale m this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for aU obviousness 
rejections set forth in this OflSce action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this tide, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
havmg ordmaiy skiU in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 3-5, 7, 9, 10, 12, 17-24 and 30 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Adelmann et al (US 
4,131,575).. 

The main argument of appUcant is that Adehnann et al does not teach the instant equal 
number of esterified groups and fi-ee hydroxy groups. However, Adelmann et al teach that 
polyols have 4 to 6 OH groups and partial esters contain not more than 2 (equals one or two) 
unesterified OH-groups in claims 10 and 12. Thus, a polyol having 4 OH groups and its partial 
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ester having 2 unesterified OH-groups meets the invention. Choosing such partial ester is an 
anticipation since choice is very limited. See InreArkley 455 f2d 586, 172 USPQ 524 (CCPA 
1972); In re Petering, 301 F2d 676, 133 USPQ 275 (CCPA 1962). Also, see In re Mills 477 
F2d 649, 176 USPQ 196 (CCPA 1972); Reference must be considered for all that it discloses and 
must not be limited to its preferred embodiments or working examples. 
Thus, the instant invention lacks novelty. 

Claims 1, 3-5, 7, 9, 10, 12, 17-24 and 28-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Adehnann et al (US 4, 13 1,575) in view of Dunay et al (US RE 37,200) or EP 0 
511 640. 

Rejection is maintained for reason of record and above. 

Dunay et al and EP are recited to show a polycarbonate having trimethylcyclohexyl 
bisphenol component and compact discs and DVDs over Adelmann et al who already teach the 
partial ester pentaerythritol as discussed above. Thus, argument based on the absence of the mold 
release agent in Dunay et al and EP has no probative value. 

Any inquiry concerning this communication or earlier conmiunications from the examiner 
should be directed to Tae H. Yoon whose telephone number is (703) 308-2389. The examiner 
can normally be reached on Monday to Thursday from 8:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
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Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-93 10. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



THY/March 5, 2003 




TAEH.YOON 
PRIMAPV EXAMINER 



